
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1 4S0 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO 


09/763,251 


08/15/2001 


Pascalc Demi I 


B45150 


4581 



20462 7590 11/12/2003 

smithkline beecham corporation 

CORPORATE INTELLECTUAL PROPERTY-US, UW2220 
P. O, BOX 1539 

KING OF PRUSSIA, PA 19406-0939 



EXAMINER 



SCHEINER, LAURIE A 



ART UNIT 



PAPER NUMBER 



1648 

DATE MAILED: 1 1/12/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 
09/763,251 



Applicant(s) 



Demil et al. 



Examiner 



Laurie Scheiner 



Art Unit 

1648 





" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- if the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the (Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to connnnunication(s) filed on Jul 31, 2003 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is 

closed in accordance with the practice un6er Ex parte Quayle, 1935 CD. 11; 453 O.G. 213. 
Disposition of Claims 

4) K Clainn(s) 19-41 . is/are pending in the application. 



4a) Of the above, clainn(s) 28-33 and 36-41 



5)K Claim(s) 25, 26, 34, and 35 



6)B Clainnis) 19-24 and 27 
?)□ Claim(s) 

8)0 Claims^ 



is/are withdrawn from consideration. 

is/are - al l ow o^ -^^^^ otrH^ V^ot 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Piapers 

9)0 The specification is objected to by the Examiner. 



10)0 The drawing(s) filed on 



is/are a) □ accepted or bjD objected to by the Examiner. 



Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 DD The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) K Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)K All b)U Some* c)^ None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. K Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
ajD The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). 

2} n Notice of Draft sperson's Patent Drawing Review (PTO-948) 5| □ Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement (s) (PTO-1449) Paper No(s). ^0 6) Q Other: 



U. S. Patent and Trademark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 11 
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Claims 19-41 are pending in this application. Claims 28-33 and 36-41 are withdrawn 
from further consideration pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention and/or species, there being no allowable generic or linking claim. Applicants timely 
traversed the outstanding lack of unity of invention in Paper No. 9. The examiner asserts that 
the claims of Group I do not share the special technical feature of Group II since claims 19-39 
are drawn to various compounds and corresponding compositions containing said respective 
various compounds, and the compounds and compositions are therefore produced by more than 
a single method. Group II claims 40 and 41 are drawn to a method of making a different 
compound. Thus, Group II is not the method of making the vaccine compositions of Group I. 
Applicants' further election of hepatitis A is also acknowledged. The requirement for unity of 
invention under 37 CFR 1.499 is maintained. Claims 19-27, 34 and 35 are considered below. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent 
in the United States. 

Claims 19-24 and 27 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Van Hoecke et al. (J Travel Med 1998; 5:1 16-120). It appears that a discussion of 
that which is instantly disclosed occurred before the priority of the present invention 
(August 28, 1998) (see page 116, bottom of the page, left column: "[tjhese results were 
presented at the Fifth International Conference on Travel Medicine, 24-27 March, 1997, 
CICG, Geneva, Switzerland"). It is asserted that the content of Van Hoecke et al. 
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corresponds to the disclosure at the conference. Thus, the claims are anticipated in the 
light of what was presented at the conference using the disclosure in the reference as 
support for the rejection. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurie Scheiner, whose telephone number is (703) 308-1 122. Due to a 
flexible work schedule, the examiner's hours typically vary each day. However, the examiner 
can normally be reached Monday thru Friday. If attempts to reach the examiner by telephone 
are unsuccessful, the examiner's supervisor, James House!, can be reached on (703) 308-4027. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group 1600 receptionist whose telephone number is (703) 308-0196. 

Correspondence related to this application may be submitted to Group 1600 by facsimile 
transmission. The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). Official communications should be directed toward 
one of the following Group 1600 fax numbers: (703) 308-4242, (703) 305-3014, (703) 872-9306 
or (703) 872-9307. Informal communications may be submitted directly to the Examiner through 
the following fax number: (703) 746-5226. 




Laurie Scheiner/LAS 
October 27, 2003 




LAURIE SCHEINER 
PRIMARY EXAMINER 



